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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 to 8, 10 and 12 to 17, which are all of

the clains pending in this application.

W AFFI RM | N- PART.

! Application for patent filed Novenber 19, 1993.
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BACKGROUND

The appellant's invention relates to a cushi oni ng
conversion machi ne including a pad-transferring assenbly
(specification, p. 1). An understanding of the invention can
be derived froma reading of exenplary claim 3, which appears

in the appendix to the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:

Engel 2,101, 170 Dec. 7,

1937

Johnson 3,509, 797 May 5,

1970

O tavi ano 4,237,776 Dec.
9, 1980

(G taviano ' 776)

O tavi ano 4,557,716 Dec.
10, 1985

(Gtaviano '716)

D Angel o et al. 4,699, 031 Cct. 13,

1987

(D Angel 0)



Appeal No. 1997-0595 Page 3
Application No. 08/154,911

Clainms 13 to 17?2 stand rejected under 35 U S.C. § 112,
first and second paragraphs, as the clainmed invention is not
described in such full, clear, concise and exact terns as to
enabl e any person skilled in the art to nake and use the
i nvention, and/or for failing to particularly point out and
distinctly claimthe subject matter which the appell ant

regards as the invention.

Claim3 stands rejected under 35 U.S.C. § 102(b) as being

anti ci pated by Johnson.

Clains 1 to 8 and 10 stand rejected under 35 U . S.C. § 103

as bei ng unpat ent abl e over Johnson in view of D Angel o.

2 While claim 17 was not specifically included in this
rejection, we conclude that the exam ner intended claim17 to
be included since claim 17 is dependent on claim16.
Additionally, the appellant has grouped clains 14-17 to stand
or fall with claim13 with respect to this rejection (brief,

p. 9).
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Claims 1 to 6, 10 and 12-17® stand rejected under 35
Uus.C
8 103 as being unpatentable over Otaviano '776 in view of

Engel .

Clains 7 and 8 stand rejected under 35 U . S.C. § 103 as
bei ng unpatentable over Otaviano '776 in view of Johnson and

Engel .

Claims 1 to 4 and 12-17* stand rejected under 35 U. S. C

8§ 103 as being unpatentable over Otaviano '716.

®  While claim 17 was not specifically included in the
statenment of the rejection, we conclude that the exam ner
i ntended claim 17 to be included since claim17 is nentioned
in the body of the rejection. Additionally, the appellant has
grouped clains 13-17 to stand or fall with claiml with
respect to this rejection (brief, p. 8).

4 While claim17 was not specifically included in the
statenent of the rejection, we conclude that the exam ner
I ntended claim 17 to be included since claim17 is nentioned
in the body of the rejection. Additionally, the appellant has
grouped clains 13-17 to stand or fall with claiml with
respect to this rejection (brief, p. 9).
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ections, we nake reference to the answer (Paper No. 21,
mai | ed August 21, 1996) and the exam ner's reply (Paper No.

24, mailed May 13, 1997) for the exam ner's conpl ete reasoning
i n support of the rejections, and to the brief (Paper No. 18,
filed August 1, 1996), reply brief (Paper No. 22, filed

Oct ober 31, 1996) and response to examner's reply (Paper No.
25, filed June 9, 1997) for the appellant's argunents

t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

The 35 U.S.C. § 112 rejection
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W will not sustain the rejection of clains 13 to 17

under 35 U.S.C. 8§ 112, first and second paragraphs.

The only reason set forth by the examner for this
rejection was that
[s]ince clains 13-16 [sic, 13-17] are drawn to a
met hod of producing a cut pad and claiml is drawn to a
cushi oni ng conversion nmachine, clains 13-16 [sic, 13-17]

are rendered indefinite since it is unclear whether an
[sic, a] nethod or an apparatus is being clained.

Turning first to the examner's rejection based upon the
enabl ement requirenent set forth in the first paragraph of 35
US C 8 112, we note that the test for enabl enent is whether
one skilled in the art could make and use the cl ai ned
invention fromthe disclosure coupled with information known

in the art without undue experinentation. See United States

v. Telectronics, Inc., 857 F.2d 778, 785, 8 USPQRd 1217, 1223

(Fed. Cir. 1988), cert. denied, 109 S.C. 1954 (1989); In re

St ephens, 529 F.2d 1343, 1345, 188 USPQ 659, 661 (CCPA 1976).
However, in order to make a rejection, the exam ner has the
initial burden to establish a reasonable basis to question the

enabl ement provided for the clained invention. See In re
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Wight, 999 F.2d 1557, 1561-62, 27 USPQ2d 1510, 1513 (Fed.

Cir. 1993) (exam ner mnust provide a reasonabl e explanation as
to why the scope of protection provided by a claimis not
adequately enabl ed by the disclosure). In this case, the

exam ner has not alleged any basis to question the enabl enent
provi ded for the clainmed invention. Since the exam ner has
not met his threshold burden by advanci ng accept abl e reasoni ng
i nconsi stent wi th enabl enent, the decision of the exam ner to
reject clains 13 to 17 under 35 U.S.C. § 112, first paragraph,

is reversed.

Turning next to the examner's rejection based upon the
definiteness requirenent set forth in the second paragraph of
35 U S.C. 8 112, we note that clains are considered to be
definite, as required by the second paragraph of 35 U S.C. 8§
112, when they define the netes and bounds of a clained
invention with a reasonabl e degree of precision and

particularity. See In re Venezia, 530 F.2d 956, 958, 189 USPQ

149, 151 (CCPA 1976). In our view, the netes and bounds of
claims 13 to 17 woul d be understood by one skilled in the art

with a reasonabl e degree of precision and particularity. The
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manner in which nethod clains 13 to 17 have been drafted to
refer back to apparatus claim1l does not nmake the clains

indefinite. See Ex parte Porter, 25 USPQd 1144, 1147 (Bd.

Pat. App. & Int. 1992) and Manual of Patent Exam ni ng
Procedure (MPEP) (7th Ed., July 1998)

88 608.01(n) and 2173.05(f). Since clains 13 to 17 are
definite, the decision of the examner to reject clains 13 to

17 under 35 U.S.C. § 112, second paragraph, is reversed.

The anticipation rejection
We sustain the rejection of claim3 under 35 U S. C 8§

102(b) as being anticipated by Johnson.

Initially we note that anticipation by a prior art
ref erence does not require either the inventive concept of the
cl ai med subject nmatter or the recognition of inherent
properties that may be possessed by the prior art reference.

See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a

cl aimwhen the reference discloses every feature of the
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clai med invention, either explicitly or inherently (see Hazan

v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd 1358,

1361 (Fed. GCir. 1997) and RCA Corp. v. Applied Digital Data

Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr. 1984)); however, the |l aw of anticipation does not require
that the reference teach what the appellant is claimng, but
only that the clains on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied,

465 U.S. 1026 (1984)).

Johnson di scl oses a nechani sm for produci ng cushi oni ng
dunnage. As shown in Figures 17-19, the dunnage produci ng
mechani smincludes a pair of coacting rollers 114, 114a which
are driven to pull a strip of sheet-like material 104 through
a crunpler or folding nechanism96, a roller 116, a belt 118,
a guide rod 148, a receptacle 150, and a cutter nmechani sm 152.
As shown in the drawi ngs, these elenents are carried by a

support.
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The appel l ant argues that claim3 is not anticipated by
Johnson since Johnson's rod 148 does not (1) "frictionally
engage the strip prior to it being cut,” and (2) "frictionally
transfer the cut pad away fromthe cutting assenbly.” W do

not agree.

In our view, the clainmed "pad-transferring assenbly" of
claim3 is readabl e on Johnson's guide rod 148. In that
regard, Johnson's guide rod 148 is clearly nounted to a frame
downstream of the cutter nechanism 152 and acts to transfer
the cut strip away fromthe cutter nechanism 152. 1In
addition, as shown in Figure 19, Johnson's guide rod 148
frictionally engages the strip 104 prior to it being cut and
then acts to frictionally transfer the cut piece of strip 104
away fromthe cutter nmechani sm 152 and towards the receptacle

150.°

> W agree with the exam ner's view (answer, p. 9) that
friction exists between the guide rod 148 and the strip 104
both prior to the strip being cut by cutter nechani sm 152 and
after the strip has been cut.
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Since claim3 is anticipated by Johnson, the decision of
the exam ner to reject claim3 under 35 U S.C. §8 102(b) is

affirned.

The obvi ousness rejection utilizing Johnson
We sustain the rejection of clains 3 and 4 under 35
U S C
8§ 103 as bei ng unpatentabl e over Johnson in view of D Angel o

but not the rejection of clains 1, 2, 5 to 8 and 10.

As noted above, claim3 is anticipated by Johnson. A
di scl osure that anticipates under 35 U. S.C. 8§ 102 al so renders
the cl ai munpatentable under 35 U.S.C. § 103, for

"anticipation is the epitonme of obviousness.” Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. G r. 1984).

See also In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ

641, 644 (CCPA 1974). Thus, we sustain the exam ner's
rejection of claim3 under
35 U.S.C. 8 103 as being unpatentabl e over Johnson in view of

D Angel o.
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Claim4 adds to parent claim3 the limtation that the
"pad-transferring assenbly" conprises "a conveyor which
frictionally engages the strip prior to it being cut and
frictionally transfers the cut pad away fromthe cutter
assenbly.” In our view, this limtation is readable Johnson's
gui de rod 148 since Johnson's guide rod 148 acts as a gravity
conveyor which frictionally engages the strip 104 prior to it
being cut and then acts to frictionally transfer the cut piece
of strip 104 away fromthe cutter nechani sm 152 and towards
the receptacle 150. Since as stated supra a disclosure that
anticipates under 35 U . S.C. § 102 also renders the claim
unpat ent abl e under 35 U. S.C. 8 103, we sustain the examner's
rejection of claim4 under
35 U.S.C. § 103 as bei ng unpatentable over Johnson in view of

D Angel o.

Clainms 5to 7 add to parent claim4 the limtation that
the "conveyor" conprises "a series of rollers.”™ In our view,
this limtation clearly is not taught by Johnson or suggested
fromthe conbi ned teachings of Johnson and D Angelo. In that

regard, while D Angel o does teach a conveyor having a series
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of rollers, it is our opinion that the teachings of D Angel o
woul d not have suggested repl aci ng Johnson's guide rod 148
with a conveyor having a series of rollers. In our view the
only suggestion for nodi fying Johnson in the manner proposed
by the exam ner to neet the above-noted linmtations stens from
hi ndsi ght know edge derived fromthe appellant's own

di scl osure. The use of such hindsi ght know edge to support an
obvi ousness rejection under

35 U.S.C. 8 103 is, of course, inpermssible. See, for

exanple, W L. Gore and Associates, Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cr. 1983), cert.
denied, 469 U. S. 851 (1984). It follows that we cannot

sustain the examner's rejection of clains 5 to 7.

Claims 1, 2 and 8 include the limtation that the "pad-
transferring assenbly” is nounted to the franme downstream of
the cutting assenbly and "pulls the cut pad away fromthe
cutting assenbly.” In our view, this |[imtation clearly is
not taught by Johnson or suggested fromthe conbi ned teachings
of Johnson and D Angelo. In that regard, while D Angel o does

teach a conveyor that pulls a cut product away fromthe
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cutting assenbly, it is our opinion that the teachings of

D Angel o woul d not have suggested repl aci ng Johnson's gui de
rod 148 with a conveyor that pulls the cut product away from
the cutting assenbly. Once again it is our viewthat the only
suggestion for nodifying Johnson in the manner proposed by the
exam ner to neet the above-noted limtations stens from

hi ndsi ght know edge derived fromthe appellant's own

di sclosure. It follows that we cannot sustain the examner's

rejection of clains 1, 2 and 8.

Claim10 includes the Iimtation that the "pad-
transferring assenbly" engages "an upper surface of the cut

pad. In our view, this limtation clearly is not taught by
Johnson or suggested fromthe conbi ned teachi ngs of Johnson
and D Angelo. In that regard, while D Angel o does teach a
conveyor that engages an upper surface of the cut product, it
i's our opinion that the teachings of D Angel o woul d not have
suggested repl aci ng Johnson's guide rod 148 with a conveyor

t hat engages an upper surface of the cut product. Thus, it is

our view that the only suggestion for nodifying Johnson in the

manner proposed by the exam ner to neet the above-noted
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limtation stenms from hi ndsi ght know edge derived fromthe
appel lant's own disclosure. It follows that we cannot sustain

the exam ner's rejection of claiml10.

For the reasons set forth above, the decision of the
exam ner to reject clains 1 to 8 and 10 under 35 U. S.C. 8§ 103
as being unpatentabl e over Johnson in view of D Angelo is
affirmed with respect to clains 3 and 4 and reversed with

respect to clains 1, 2, 5to 8 and 10.

The obvi ousness rejections utilizing Qttaviano '776
We sustain the rejection of clains 1 to 6, 10 and 12-17
under 35 U. S.C. 8 103 as bei ng unpatentable over Qtaviano

"776 in view of Engel.

O taviano ' 776 discloses a cushioni ng dunnage produci ng
and handl i ng mechanismwhich is of relatively conpact nature
utilizing a multi-ply roll 12 of sheet-like stock material,
such as paper. As the stock is pulled off the conposite roll

the edges are rolled inwardly in a |longitudinally convergent
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chute 26, into generally superinposed condition. Pusher neans
40 urges the sheet-like stock material laterally toward a
confronting surface of the chute. Then the inwardly rolled
stock is passed into a crunpler section 28 which attaches
toget her the confronting portions of the rolled edges of the
stock material generally centrally, in a direction | engthw se
thereof, to retain the dunnage product in highly conpressible,
i ghtwei ght pad-like form After passing fromthe exit
opening 74 of the crunpler section 28, the continuously forned
pad P of stock nmaterial nay be severed by the cutter nmechani sm
76 nounted on the rear end of the machine at the exit opening
74 therein. Brackets 94 on the cutter frame |locate and aid in
supporting a table surface

96, on which the pad-like dunnage nay be supported as it is

emtted by the mechani sm

Engel's invention relates to the cutting of sheets froma
conti nuous web of material. As shown in the draw ngs, Engel's
sheeter includes a roll 10 of web nmaterial 11, a stationary

knife 24, a cutting knife 27, and a conveyor 32. Enge
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teaches that web nmaterial is engaged by the conveyor 32 prior

to the cutting operation.

Claims 1 to 6, 10 and 12-17

The exam ner determ ned (answer, p. 4) that it would have
been obvious at the tine the invention was nmade to a person
having ordinary skill in the art to have nodified "the dunnage
producti on nechani smof OQtaviano by addi ng the Engel conveyor
to transfer dunnage away fromthe cutting assenbly.” W
agree. In fact, the appellant has admitted (specification, p.
3) that typically, the cut pad froma nachi ne such as
di scl osed by Otaviano '776 is transferred dowstreamto a

tabl e, conveyor belt, or bin.

Implicit inthis rejection is the exam ner's view that
t he above noted nodification of Otaviano '776 would result in
an apparatus which corresponds to the apparatus recited in
clains 1 to 6, 10 and 12 and a nethod which corresponds to the

nmethod recited in clains 13-17 in all respects.
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The appel | ant argues that since the present invention is
directed toward elimnating shingling and that Engel's system
results in the formation of a series of overlapped sheets "it
woul d not have been obvious to incorporate the Engel conveyor
systeminto the Otaviano cushi oni ng conversi on machine.” W
find this argunment unpersuasive since all of the features of
the secondary reference need not be bodily incorporated into

the primary reference (see In re Keller, supra, at 642 F.2d

425, 208 USPQ 881) and the artisan is not conpelled to blindly
foll ow the teaching of one prior art reference over the other
wi t hout the exercise of independent judgnent (see Lear

Siegler, Inc. v. Aeroquip Corp., 733 F.2d 881, 889, 221 USPQ

1025, 1032 (Fed. Cir. 1984)). It is our opinion that the
conbi ned teachings of the applied prior art would have nade it
obvious at the tinme the invention was nade to a person having
ordinary skill in the art to have nounted a conveyor to the
frame 24 of Otaviano '776 at the exit opening 74 thereof so
that the cut pad-li ke dunnage woul d be conveyed away fromthe
cutter nmechanism 76 of Qttaviano '776 based upon it being wel
known in the art as shown by Engel to convey a cut product

away fromthe cutter nechanism
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For the reasons set forth above, the decision of the
exam ner to reject clains 1 to 6, 10 and 12-17 under 35 U.S. C
8 103 as bei ng unpatentable over Otaviano '776 in view of

Engel is affirmed.

Clains 7 and 8

W will not sustain the rejection of clains 7 and 8 under
35 U.S.C. §8 103 as being unpatentable over Qttaviano '776 in

vi ew of Johnson and Engel .

Clainms 7 and 8 add to their respective parent claimthe
limtation that the "pad-transferring assenbly" further
conprises "a guide unit."” Each of clains 7 and 8 sets forth
details of the guide unit. 1In this rejection (answer, p. 5),
the exam ner relies upon Johnson's receptacle 150 as being
suggestive of the clainmed guide unit. W do not agree. In
our view, the only suggestion for nodifying Otaviano '776 in
the manner proposed by the exam ner to neet the above-noted
limtations stens from hindsi ght know edge derived fromthe

appel lant's own disclosure. It follows that the decision of
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the examner to reject clainms 7 and 8 under 35 U.S.C. § 103 as
bei ng unpatentable over Otaviano '776 in view of Johnson and

Engel is reversed.

The obvi ousness rejection utilizing Otaviano ' 716
We sustain the rejection of clains 1 to 4 and 12-17 under

35 U.S.C. § 103 as bei ng unpatentable over Qttaviano ' 716.

In the final rejection® (p. 8) and the answer (p. 6), the
exam ner set forth his rationale as to why clains 1 to 4 and
12-17 woul d have been obvi ous under 35 U . S.C. 8§ 103 over

G tavi ano ' 716.

The appel |l ant has not specifically contested this
rejection based upon Otaviano '716 in the brief, reply brief
or response to examner's reply. Instead, the appellant

argued why these clains were patentable over taviano ' 776.

¢ Paper No. 16, muail ed February 28, 1996.
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Accordingly, we sumarily sustain the rejection of clains 1 to
4 and 12-17 under 35 U. S.C. 8 103 as bei ng unpat entabl e over
O taviano '716 since the appellant has not specified any error

in this rejection.

Moreover, it is our viewthat the exam ner's rejection of
claims 1 to 4 and 12-17 under 35 U.S.C. § 103 over Otavi ano
"716 is sustainabl e based upon the sane rationale we set forth
above in our decision affirm ng the exam ner's rejection of
these clains under 35 U . S.C. 8§ 103 as bei ng unpatent abl e over

Otaviano '776 in view of Engel.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 13 to 17 under 35 U.S.C. § 112, first and second
par agraphs, is reversed; the decision of the examner to
reject claim3 under 35 U.S.C. 8§ 102(b) as being anticipated
by Johnson is affirmed; the decision of the exam ner to reject
claims 1 to 8 and 10 under
35 U.S.C. § 103 as bei ng unpatentable over Johnson in view of

D Angelo is affirmed with respect to clains 3 and 4 and
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reversed with respect to clains 1, 2, 5 to 8 and 10; the
decision of the examner to reject clains 1 to 6, 10 and 12-17
under 35 U. S. C

8 103 as bei ng unpatentable over Otaviano '776 in view of
Engel is affirmed; the decision of the exam ner to reject
clains 7 and 8 under 35 U.S.C. § 103 as bei ng unpatentabl e
over Qttaviano '776 in view of Johnson and Engel is reversed;
and the decision of the examner to reject clains 1 to 4 and
12-17 under 35 U.S.C. 8 103 as bei ng unpatentabl e over

OGtaviano '716 is affirned.



Appeal No. 1997-0595 Page 23
Application No. 08/154,911

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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